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DETAILED ACTION 



Election/Restrictions 

Applicant's election without traverse of claims 1-11 in the reply filed on October 
6, 2009 is acknowledged. 



Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 



Information Disclosure Statement 

The information disclosure statement filed on September 19, 2005 fails to comply 
with 37 CFR 1 .98(a)(3) because it does not include a concise explanation of the 
relevance, as it is presently understood by the individual designated in 37 CFR 1.56(c) 
most knowledgeable about the content of the information, of each patent listed that is 
not in the English language. Specifically, patent F.R. 1,226,638 has been placed in the 
application file, but the information referred to therein has not been considered. 
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Claim Objections 

1 . Claims 6, 7 and 9 are objected to because of the following informalities. 
Specifically, claims 6, 7 and 9 each require a part of the connecting means to be 
"assigned to" another part. However, the use of the phrase "assigned to" is somewhat 
ambiguous and unclear since the phrase does not appear readily susceptible to a 
consistent interpretation amongst the claims. For instance, in claim 6 the phrase 
appears to require the part to be electrically connected to the current/voltage source. 
However, in claim 7 the phrase appears to denote the part being contained in a head or 
cover part. As a result, it is the examiner's suggestion that the applicant amend the 
claims so as to clarify the relationship denoted by the phrase "assigned to". 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 -1 1 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

More specifically, claim 1 contains the phrase "in particular" which renders the 
claim indefinite because it is unclear whether the limitation(s) following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). 
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Also, claims 6 and 7 each contain the phrase "in particular" renders the claim 
indefinite because it is unclear whether the limitation(s) following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 2 and 4-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Johnson (U.S. Pat. No. 3,575,832) (hereinafter referred to as "JOHNSON"). 

Regarding claim 1 , JOHNSON teaches an apparatus for electrodeposition which 
is capable of functioning for the electrodeposition of shaped dental parts such as 
skeletons for crowns, inlays, bridges and the like (see generally col. 1 lines 20-22 
teaching the apparatus for the electrodeposition of small objects) having at least one 
current/voltage source and electrodes which can be arranged in a vessel that can be 
filled with an electrolyte (see col. 3 lines 34-36 teaching the workpiece being electrically 
connected to a power source that acts as an electrode; see also col. 3 lines 29-34 
teaching tank 47 being filled with a coating bath, i.e. an electrolyte), wherein there is at 
least one magnetic connecting means for producing the electrical contact for the 
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electrodeposition between at least one electrode and the current/voltage source (see 
col. 1 lines 49-58 teaching the assembly 21 comprising an electromagnet acting as a 
magnetic connecting means through which electrical contact is made to the workpiece). 
See figure 1 below. 




Please note, the phrase reciting the electrodeposition apparatus "in particular" for 
the electrodeposition of various dental parts as merely reciting an example of the article 
or workpiece which is to be plated. 
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Regarding claim 2, JOHNSON teaches the apparatus for electrodeposition 
wherein the magnetic connecting means comprises two parts which interact with one 
another through magnetic force (see assembly 21 and workpiece 41 comprising two 
parts which interact with one another through magnetic force). See figure 1 above. 

Regarding claim 4, JOHNSON teaches the apparatus for electrodeposition 
wherein the magnetic connecting means comprises a magnet and magnetizable metal 
part (see assembly 21 and bolt 41 above comprising an electromagnet, i.e. a magnet, 
and a magnetizable metal part). See figure 1 above. 

Regarding claim 5, JOHNSON teaches the apparatus for electrodeposition 
wherein the magnet has a round cross-sectional area (see core 17-1 comprising the 
contact of the electromagnet and having a round cross-sectional area). See figure 1 
above. 

Regarding claim 6, JOHNSON teaches the apparatus for electrodeposition 
wherein one of the parts of the magnetic connecting means, in particular a magnet, is 
assigned to the current/voltage source (see assembly 21 electrically connected to 
conduct 51 which is connected to the power source; see also col. 3 lines 34-36). See 
figure 1 above. 

Please note, the examiner is interpreting the phrase "assigned to" as requiring 
the part to be electrically connected to the current/voltage source. The examiner 
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believes this interpretation to be the most in keeping with the disclosure and applicant's 
intent. 

Additionally, the examiner is treating the limitation stating "in particular" as merely 
reciting an example of the part which is to be assigned to the current/voltage source and 
not as requiring the magnet to be assigned to the current/voltage source. 

Regarding claim 7, JOHNSON teaches the apparatus for electrodeposition 
wherein the part, in particular the magnet, is assigned to a head or cover part which 
during electrodeposition is located above the vessel that can be filled with the 
electrolyte and at which the electrodes are preferably also arranged (see assembly 21 
comprising a head or cover part which is located above tank 47). See figure 1 above. 

Please note, the examiner is interpreting the phrase "assigned to" in claim 7 as 
requiring the part to be contained within the head or cover part. The examiner believes 
this interpretation to be the most in keeping with the disclosure and applicant's intent. 

Additionally, as mentioned above, the examiner is treating the limitation stating 
"in particular" as merely reciting an example of the part which is to be assigned to the 
head or cover part and not as requiring the magnet to be assigned to the head or cover 
part. 



Regarding claim 8, JOHNSON teaches the apparatus for electrodeposition 
wherein the magnet is arranged in a sleeve-like component (see thimble 45 acting as a 



Application/Control Number: 10/549,682 Page 8 

Art Unit: 1795 

sleeve like component that is arranged around the electromagnet connecting core). 
See figure 1 above. 

Regarding claim 9, JOHNSON teaches the apparatus for electrodeposition 
wherein one part of the magnetic connecting means is assigned to an electrode or part 
of an electrode (see assembly 21 and col. 3 lines 34-36 teaching bolt 41, i.e. the 
workpiece, connected to the power supply through assembly 21 so as to act as an 
electrode during the electrodeposition). See figure 1 above. 

Please note, the examiner is interpreting the phrase "assigned to" as requiring 
the magnetic connecting means to be electrically connected to an electrode or part of 
an electrode. The examiner believes this interpretation to be the most in keeping with 
the disclosure and applicant's intent. 

Regarding claim 10, JOHNSON teaches the apparatus for electrodeposition 
wherein the electrode or the electrode part is of a rod-like design (see assembly 21 ). 
See figure 1 above. 

Regarding claim 1 1 , JOHNSON teaches the apparatus for electrodeposition 
wherein the magnet is arranged in a sleeve-like receptacle in the electrode or in the 
electrode part (see thimble 45 acting as a sleeve like component that is arranged 
around the electromagnet connecting core in assembly 21). See figure 1 above. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
JOHNSON as applied to claims 1 and 2 above. 

Regarding claim 3, JOHNSON does not explicitly teach the apparatus for 
electrodeposition wherein the magnetic connecting means comprises two magnets. 

However, it would have been obvious to one of ordinary skill that with more 
complex workpieces, i.e. having more intricate structures, the addition of a second 
magnetic contact point or a second electromagnet might be required. In fact, the need 
to apply several contact points was considered by JOHNSON (see col. 4 lines 12-16 
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teaching the need to tailor the number of contact points depending upon the 
application). 

Furthermore, the mere duplication of parts, without any new or unexpected 
results, is within the ambit of one of ordinary skill in the art. See In re Harza, 124 USPQ 
378 (CCPA 1960) (see MPEP § 2144.04). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of invention to add an additional magnetic contact point depending on the shape 
and weight of the workpiece so as to have two magnets as claimed. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN D. RIPA whose telephone number is 571 -270- 
7875. The examiner can normally be reached on Monday to Friday, 9:00 AM to 5:00 
PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Harry D Wilkins, III/ 

Primary Examiner, Art Unit 1795 

IB. D. R./ 

Examiner, Art Unit 1795 



